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DETAILED ACTION 

1 . In view of the appeal brief filed on December 13, 2007, PROSECUTION IS 
HEREBY REOPENED. A new ground of rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the following 
two options: 

(1) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply under 37 
CFR 1.113 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed by an 
appeal brief under 37 CFR 41.37. The previously paid notice of appeal fee and appeal 
brief fee can be applied to the new appeal. If, however, the appeal fees set forth in 37 
CFR 41.20 have been increased since they were previously paid, then appellant must 
pay the difference between the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by 
signing below: 

/Terrel Morris/ 
Supervisory Patent Examiner 
Group Art Unit 1794 

Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory obviousness- 
type double patenting rejection is appropriate where the conflicting claims are not 



Application/Control Number: 10/784,090 Page 3 

Art Unit: 1794 

identical, but at least one examined application claim is not patentably distinct from the 
reference claim(s) because the examined application claim is either anticipated by, or 
would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 F.3d 
1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 
2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re 
Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 
1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 
1.321(d) may be used to overcome an actual or provisional rejection based on a 
nonstatutory double patenting ground provided the conflicting application or patent cither 
is shown to be commonly owned with this application, or claims an invention made as a 
result of activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

3. Claim 1 is rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claim 25 of U.S. Patent No. 5,952,065. Although 
the conflicting claims are not identical, they are not patentably distinct from each other 
because claim 25 of Mitchell et al. falls within the scope of Applicant's claimed 
invention. See col. 18, lines 45-64, col. 9, lines 23-25 and col. 14, line 66-col. 15, line 14 
(Applicant's terminology "thermoplastic polyurethane" includes polyurethane 
thermoplastic elastomers). 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
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art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 1 and 4 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

In regard to claims 1 and 4, the term "combination" (line 4 of claim 1; line 2 of 
claim 4) renders the claims indefinite because the scope delineated by the recitation of a 
"combination" of polymers A and B is broader than the scope delineated by the 
disclosure, which appears to be limited to a blend of polymers A and B. The word 
"combination" should be replaced with —blend— so that the scope delineated by the 
claims corresponds to the scope of compositions disclosed in the disclosure. 

In further regard to claim 1, the phrase "at least one" (line 4, immediately before 
"aliphatic thermoplastic polyurethane"), when read along with "up to about 50 wt. %" 
(line 6), renders the claim indefinite because it cannot be ascertained whether or not 
Applicant intends to require that aliphatic thermoplastic polyurethane be a component of 
the first layer. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
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Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S. C. 102(e) prior 
to the amendment by the AIPA (pre-AIPA 35 U.S.C. 102(e)). 

7. Claims 1-10 are rejected under 35 U.S.C. 102(e) as being anticipated by Mitchell 
et al. (USPN 5,952,065). 

The applied reference has a common assignee and inventor with the instant 
application. Based upon the earlier effective U.S. filing date of the reference, it 
constitutes prior art under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might 
be overcome either by a showing under 37 CFR 1.132 that any invention disclosed but 
not claimed in the reference was derived from the inventor of this application and is thus 
not the invention "by another," or by an appropriate showing under 37 CFR 1.131. 

In regard to claim 1, claim 25 of Mitchell et al. reads on Applicant's claimed 
invention (col. 18, lines 45-64, col. 9, lines 23-25 and col. 14, line 66-col. 15, line 14 
[Applicant's terminology "thermoplastic polyurethane" includes polyurethane 
thermoplastic elastomers]). 

In regard to claim 2, a cushioning device having a first layer having an amount of 
polyurethane that falls within the range recited in claim 2 falls within the scope of claim 
25 of Mitchell et al. (claim 25). 

In regard to claim 3, Mitchell et al. teach that the materials recited in claim 3 are 
suitable materials for the second layer (col. 9, lines 31-41). 

In regard to claim 4, Mitchell et al. teach thickness ranges for the respective layers 
that overlap with those recited in claim 4 (col. 5, lines 62-65 and col. 15, lines 23-50). 
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In regard to claim 5, Mitchell et al. teach that the device comprises nitrogen as a 
capture gas constituent (col. 2, lines 22-67). 

In regard to claim 6, a cushioning device having a first layer having an amount of 
polyurethane that falls within the range recited in claim 6 falls within the scope of claim 
25 of Mitchell et al. (claim 25). 

In regard to claim 7, Mitchell et al. teach the EVOH claimed in claim 7 (col. 9, 
lines 52-66). 

In regard to claim 8, Mitchell et al. teach that the first layer includes an aromatic 
thermoplastic polyurethane (col. 9, lines 52-66). 

In regard to claim 9, a cushioning device having a first layer having amounts of 
polyurethane and EVOH that falls within the range recited in claim 9 falls within the 
scope of claim 25 of Mitchell et al. (claim 25). 

In regard to claim 10, Mitchell et al. teach a cushioning device having the third 
layer as claimed (col. 12, lines 24-38 and col. 9, lines 31-41). 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Walter B. Aughenbaugh whose telephone number is (571) 
272-1488. While the examiner sets his work schedule under the Increased Flexitime 
Policy, he can normally be reached on Monday-Friday from 8:45am to 5:15pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris, can be reached on (571) 272-1478. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. Status 

information for unpublished applications is available through Private PAIR only. For 

more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 

have questions on access to the Private PAIR system, contact the Electronic Business 

Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 

Customer Service Representative or access to the automated information system, call 

800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Walter B Aughenbaugh / 
Patent Examiner, Art Unit 1794 

3/12/08 



